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Editors’ Note

We are pleased to present the inaugural issue of Arnold & Porter’'s PTAB Newsletter, a monthly
offering of timely information and recent developments relevant to practice before the PTAB. This
publication may address updates to USPTO policy (e.g., guidance memoranda) and to relevant case
law (e.g., USPTO Director Review decisions, Federal Circuit or district court case law, or notable PTAB
decisions). Our aim is to provide digestible summaries of these developments with links to the source
material for further information.

We'll preface these substantive developments with a profile of an Arnold & Porter attorney with
experience before the USPTO and/or PTAB. Our PTAB practice has grown significantly with additions
including a former PTAB judge, attorneys with deep USPTO experience as former examiners, and
attorneys with significant experience as in-house counsel. Our clients often say one of the things
they like best about working with Arnold & Porter is the stability of our teams, and so we chose Ali
Sharifahmadian to profile first because he has been at Arnold & Porter for more than 20 years.

We look forward to reporting on many new PTAB developments in the months to come. If you
have any questions or feedback, please feel free to reach out to us or the members of the Editorial
Committee listed at the end of this newsletter.
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with Arnold & Porter PTAB Practitioner

Ali Sharifahmadian

Ali has been part of Arnold & Porter’s
IP practice for 20 years and has

an impressive record at the PTAB,
including achieving a 100 percent
success rate on institution (20 out of
20) on behalf of a large tech client.

How would you describe your practice?

My practice focuses on patent litigation in the
district courts and contested proceedings before

the USPTO, as well as strategic patent counseling.

Throughout my career, I've been fortunate to have
been involved in all aspects of patent practice,
including learning to prosecute early in my career,
writing opinions of counsel on issues such as
non-infringement and/or invalidity, developing IP
policies and practices, conducting due diligence,
and negotiating licenses. My cases have involved
a wide range of technologies, including computer
hardware and software, semiconductor devices
and fabrication, communication standards and
protocols, signal and audio processing, electronic
commerce, cryptography, lasers and optical
systems, and medical devices.

How long have you been practicing in front of
the USPTO and in front of the PTAB?

I’'ve been practicing before the USPTO my entire
career (25+ years). For the first several years,

| spent about a third of my time prosecuting
patent applications before the USPTO. Before
the AIA, | was involved with ex parte and inter

|
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partes reexaminations. | have been involved with
proceedings such as CBMs and IPRs since the AIA
was passed, but contested USPTO proceedings

in which | act as lead counsel have become an
increasingly larger part of my practice in the last
several years.

What’s the biggest difference between practicing
in front of the PTAB and a district court?

District court litigation is an iterative process. While
you need to have a good-faith basis for your claims
or defenses from day one, you can continue to
refine your positions and arguments as you learn
more facts and continue to think about the issues.
The theories that you take to trial may very well be
quite different from the theories that you started out
with. Before the PTAB, you need to have figured out
everything when you file your petition because the
opportunities to refine your positions are minimal.

What do you enjoy about practicing at
Arnold & Porter?

| feel fortunate that my colleagues are people that |
would want to be friends with even if | didn’t happen
to work with them.

What do you like to do in your spare time?

My kids are 12 and 9, so my spare time is their
time. Several years ago, | would not have guessed
how much | enjoy watching a Little League or kids
volleyball game.

| Washington, DC
+1 202.942.6370
ali.sharifahmadian@arnoldporter.com
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Upcoming Events and Speaking Engagements

August 23 | 1:00-6:00 PM ET | In-person (Alexandria, VA)
AIPLA PTAB Bench & Bar Conference

August 24 | 1:00-2:00 PM ET | Virtual | Free

The Interplay between Inter Partes Review (IPR) Petition and Ex Parte Reexamination (XPR): Practical and
Strateqic Considerations

Hosted by Virtual Patent Gateway, with Jessica Kaiser as a panelist

August 30 | 11:00 AM-8:00 PM ET | Virtual

Patent Office Comes to California

With Jessica Kaiser moderating a panel on PTAB development

Recent PTAB Memorandum Regarding Discretionary Fintiv Denials

On June 21, 2022, the USPTO issued an interim guidance memo regarding Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper No. 11 (Mar. 20, 2020) (designated precedential May 5, 2020). The memo provides several
clarifications regarding the PTAB’s application of Fintiv.

* First, the PTAB will not rely on the Fintiv factors to deny institution in view of parallel district court litigation
where a petition presents compelling evidence of unpatentability.

* Second, the PTAB will not deny petitions based on applying the Fintiv factors to parallel ITC proceedings.

* Third, the PTAB will not discretionarily deny institution in view of parallel district court litigation where a
petitioner presents a Sofera stipulation—i.e., a stipulation not to pursue in a parallel proceeding the same
grounds or any grounds that could have reasonably been raised before the PTAB.

* Fourth, when considering the proximity of the district court’s trial date to the date when the PTAB Final
Written Decision will be due, the PTAB will consider the median time from filing to disposition of the civil
trial for the district in which the parallel litigation resides.

Recent PTAB Memorandum Regarding Applicant Admitted Prior Art (AAPA)

On June 9, 2022, the USPTO issued a guidance memo regarding IPR petitions’ reliance on statements in a
patent’s specification—i.e., “admissions,” “applicant-admitted-prior-art,” or “AAPA.” The memo clarifies the
use of admissions in IPRs in view of the Federal Circuit’s decision in Qualcomm Inc. v. Apple Inc., 24 F.4th
1367 (2022). In particular, the memo clarifies that it is impermissible for a petition to challenge a patent relying
solely on AAPA without also relying on a prior art patent or printed publication. Nevertheless, admissions are
permissible evidence in an IPR for establishing the background knowledge possessed by a person of ordinary
skill in the art. Further, it is permissible for a petition to rely on admissions in combination with reliance on one
or more prior art patents or printed publications. The memo also clarifies that the PTAB should not exclude
the use of admissions based on the number of claim limitations or claim elements the admission supplies or
the order in which the petition presents the obviousness combination (e.g., prior art modified by admission or
admission modified by prior art).
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Interim Process for PTAB Decision Circulation/Internal PTAB Review and

Updates to Interim Process for Director Review

On May 26, 2022, the USPTO announced that it had adopted an interim process for PTAB decision circulation
and internal PTAB review modeled after similar processes adopted by the Federal Circuit. Notably, the interim
process makes clear that the Director is not involved, pre-issuance, in directing or otherwise influencing panel
decisions. Further, the PTAB panel has final authority and responsibility for the content of a decision.

In the same May 26, 2022 announcement, the USPTO stated that it had updated the interim process for
Director review to make clear that, although the USPTO does not accept requests for Director review of
institution decisions in AlA proceedings, the Director has always retained and continues to retain the authority
to review such decisions sua sponte after issuance (at the Director’s discretion).

On June 21, 2022, the USPTO further announced that it was updating Section 10 of the guidance to specify
that parties should identify any issues of first impression when requesting Director review. In the same
announcement, the USPTO stated that, in anticipation of a Request for Comments on the Director review
process, the USPTO is accepting preliminary feedback from the public at Director_Review_Suggestions@
uspto.gov until July 11, 2022.

The USPTO currently maintains a webpage regarding the status of Director review requests.

In-Person PTAB Hearings to Resume at USPTO

On June 23, 2022, the USPTO announced that the PTAB plans to reestablish the option of having in-person
hearings starting July 11, 2022 at USPTO headquarters in Alexandria, VA and at all regional offices.
Importantly, parties will still have the option to appear virtually for appeals and trials. Further, at least initially,
PTAB will only conduct an in-person hearing when requested by all parties. The announcement further notes
that most in-person hearings will still likely have one or more judges attending virtually.

In a prior announcement on June 17, 2022, the USPTO announced that the PTAB will continue to offer the
public access to hearings, whether virtual or in-person, whenever possible.

Information regarding accessing USPTO facilities is available at https:/www.uspto.gov/coronavirus. Further, for
public access to a PTAB hearing (either virtual or in-person), requests must be submitted to PTABHearings@
uspto.gov at least three days before the hearing.

Recent IPRs Involving Director Review

IPRs Involving Petitions Filed After Earlier Discretionary Denials

On June 7, 2022, the Director ordered review of (i) the PTAB’s Institution Decision in OpenSky Indus. LLC v.
VLSI Tech. LLC, IPR2021-01064 and (ii) the Institution Decision in Patent Quality Assurance, LLC v. VLSI
Tech. LLC, IPR2021-01229.

Notably, both the OpenSky and Patent Quality Assurance petitions rely on arguments that Intel previously
raised in petitions that the PTAB declined to institute. However, the PTAB’s previous decisions not to institute
the Intel IPRs were based on Fintiv—rather than the merits—in view of an upcoming district court trial. Further,
after Intel’s IPRs were not instituted, Intel did not raise in the district court trial the prior art arguments at issue
in the OpenSky and Patent Quality Assurance IPRs. In light of these developments, the PTAB’s OpenSky and
Patent Quality Assurance Institution Decisions rejected VLSI's arguments that the IPRs should not be instituted
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on discretionary grounds—including VLSI’s arguments based on Fintiv, General Plastic, and the Federal
Circuit’'s decision in In re Vivint, Inc., 14 F.4th 1342 (Fed. Cir. 2021).

Notably, with respect to both the OpenSky and Patent Quality Assurance IPRs, Intel has filed copycat petitions
that the PTAB has instituted and joined with the respective IPRs.

On July 7, 2022, the Director issued orders in both the OpenSky and Patent Quality Assurance IPRs identifying
the following issues for review: (1) What actions the Director, and by delegation the Board, should take when
faced with evidence of an abuse of process or conduct that otherwise thwarts, as opposed to advances, the
goals of the Office and/or the America Invents Act (AIA); and (2) How the Director, and by delegation the
Board, should assess conduct to determine if it constitutes an abuse of process, or if it thwarts, as opposed to
advances, the goals of the Office and/or the AlA, and what conduct should be considered as such.

The orders authorize party and amicus curiae briefing regarding these issues. Amicus curiae briefs regarding
the issues for review are limited to 25-pages and are due by August 4, 2022. The briefs should be submitted to
Director_ PTABDecision_Review@uspto.gov.

IPR Involving Multiple Dependent Claiming

On June 17, 2022, the Director ordered review of the Final Written Decision in Nested Bean, Inc. v. Big

Being USA Pty Ltd., IPR2020-01234. The Nested Bean IPR involves a multiple dependent claiming issue.
Specifically, the PTAB’s Final Written Decision found unpatentable several dependent claims that depend from
“claim 1 or 2.” Notably, the PTAB’s Final Written Decision found claim 2 unpatentable, but did not find claim

1 unpatentable. The Director found review appropriate to address the question of whether the PTAB legally
erred when it found the dependent claims unpatentable if either version of the dependent claims (the version
depending from claim 1 or the version depending from claim 2) is described by the prior art. Because the IPR
presented a unique legal issue, the Director authorized additional briefing.

Recent District Court Decision Regarding Impact of Statements During IPR

on District Court Infringement Allegations

In Grecia Estate Holdings LLC v. Meta Platforms Inc., C.A. No. 6:21-cv-00677-ADA, 2022 WL 2019296 (WD
Tex. June 6, 2022), the court granted a motion to dismiss plaintiff’s complaint based, in part, on the fact that
plaintiff’s infringement allegations in its complaint contradicted statements it made in an IPR.
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