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Classic Statutory Fair Use:
Defense to Trademark Infringement Under The Lanham Act

Under the Lanham Act, the Fair Use Doctrine protects certain uses of registered trademarks
from infringement claims when #he use of the name, term, or device is “a use, otherwise than
as a mark, of a term or device that is descriptive of and used fairly and in good
faith only to describe goods or services of [a] party, or their geographic origin.”’

15 US.C. § 1115(b)(5)(A)-(C) (2006) (emphasis added).

In other words. . .

TARGET PRACTICE!

= No infringement

=T

- Saturday, April 23~
10:30AM )

At Charles Cove Field
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Nominative Fair Use:

Nominative Fair Use versus Classic Fair Use

* Classic fair use 1s where the junior user (e.g., the Target Practice adyertiser)
uses someone else’s mark not as a trademark (e.g., not to refer to the mega-
brand ‘larget), but merely to describe its own goods or services.

* Nominative Fair Use, on the other hand, is where the junior user uses
another’s trademark deliberately to refer to that party, for purposes such
as:

* News Reporting
s Commentary @ Bw
* Parody

* Advertising (particularly
comparative advertising)
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Nominative Fair Use: Limitations

So, what happens when a party
seeks to advertise its goods or services
by referring to another party’s mark?

Is it trademark infringement?

Or legitimate advertising?
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Nominative Fair Use: Early & Seminal Case Law
New Kids on the Block v. News Am. Publishing, Inc., 971 F.2d 302 (9th Cir. 1992).

“Who is your favorite New Kids on the Block member?
Call 1-900-555-5555 to cast your vote!”

The New Kids claimed that the use of their name in connection with this contest was an
infringement, because consumers would think the band had sponsored or approved the contest.

4
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Nominative Fair Use:

What constitutes “‘nominative fair use’” of a mark?

Holding: New Kids Prevail

1. The product or service being referred to must be one not readily
identifiable without use of the othet’s mark;

How do you advertise a New Kids on the Block contest
without using the name “New Kids on the Block”?

2. Only so much of the mark may be used as 1s reasonably necessary

to identify the product or service; and

NE DS
B H.E‘vs. “New Kids on the Block”

3. The user must do nothing that would suggest sponsorship or

endorsement by the mark holder.
What if the prize were New Kids concert tickets with backstage passes?
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Nominative Fair Use Post-New Kids: Metatags & Websites
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002).

(- O v termwelles.com c

Terri Welles, Playmate of the Year,1981
FAN CLUB!!

+f 48

= = .

You guys make me feel so special!!!l | hope you like

what I've come up with:
* A quarterly newsletter from me, including the latest happenings;
* An 8x10 personally autographed never-before seen picture of me....

"This site is neither endorsed, nor sponsored by, nor affiliatea ¥FEF

with Playboy Enterprises, Inc. PLAYBOY, PLAYMATE OF THE
YEAR and PLAYMATE OF THE MONTH are registered 6
tragtlemarks of Playboy Enterprises, Inc,"
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Nominative Fair Use: Metatags & Websites
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002)

Playboy sues to enjoin Welles’ use of the following:

1. Website Header & Link Pages: The registered Playmate of 1€
term “Playmate of the Year” in the title of Welles’ YeatTM]:élé‘f
fan club home page and the link page; -

2. Website Substance: The watermark “PMOY '81”

in the background of Welles’ fan website; and

3. Meta-Tags: The registered terms “Playboy” and
“Playmate” in the meta-tags of defendant's site. 0

,.\/'
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Nominative Fair Use: Metatags & Websites
Playboy Enterprises, Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002)

Holding: Terri Welles Prevails

“Ms. Welles. . . has not attempted to trick consumers into believing that
they are viewing a Playboy-endorsed website. . . . [S]he does not use the
classic Playboy bunny logo, she inserted disclazmers which clearly state that the
website 1s not endorsed by PEIL, and #be font of the Playmate of the Year 1981
title is not...[the] Playboy magazine font.”

v Website Title & Link Pages: “[Welles’] use of the term Playmate of the Year
1981 ‘is descriptive of and used fairly and in good faith. . . .’ to describe her own
accomplishments.

v Website Substance: “The use of the abbreviation PMOY '81 is also permissible.”

v Meta-Tags: “...[N]o trademark infringement where defendant has used plaintiff’s
trademarks in good faith to index the content of her website. The meta tags are not
visible to the websurfer....”
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Nominative Fair Use on the Internet:
Tiffany (NJ) Lnc. v. eBay Inc., 600 F3d 93 (2d Cir. 2010) cert. denied, 131 S. Ct. 647 (U.S. 2010)

(- www.ebay.com/sch/Lhtml?_trksid=p5197.m570.11311&_nkw=tiffany&_sacat=41968& from=R40 c
I Go | MyeBay | Sell | Community | Customer Support \F-" Cart
y Welcome! Sign in or register,
CATEGORIES = ELECTROMICS FASHION MOTORS TICKETS DEALS CLASSIFIEDS I:_ aBay Buyor Protection Leam more
- i, TIFFANY & CO STERLING SILVER ELSA PERETTI
|-"- - ETERNAL CIRCLE NECKLACE PENDANT CHAIN
e ucp' Included is Tiffany Blue Box, Pouch, and Care Card
““}3:{ — Retums: Naot accepted

“Since 2000, all new Tiffany jewelry sold in the [U.S.] has
s gy g Sier Somarsetlshing srtchy fs been available exclusively through Tiffany's retail stores,

One-day shipping available

SRR SR catalogs, and website, and through its Corporate Sales
Department. . . . It does not use liquidators, sell overstock
merchandise, ot put its goods on sale at discounted prices. . .

Authentic Tiffany & Co.1837 Ring, Sterling Silver 925/
Size 55-6

Returns: Not acoepted .

Sometime before 2004, Tiffany became aware that counterfeit
Tiffany merchandise was being sold on eBay's site.”

~« TIFFANY&CO Bow pendant sterling silver retail
§125.00 new

Expedited shipping availzble .
R:ums: Acﬂept:npwilim 14 days Tgffﬂ??)/ 2. EB@/, 600 E3d at 97.
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Nominative Fair Use on the Internet:
Tiftany (N]) Inc. v. eBay Inc., 600 E3d 93 (2d Cir. 2010) cert. denzed, 131 S. Ct. 647 (U.S. 2010)

(- wwwebay.com/sch/ihtml?_trksid=p5197.m5701311 &_nkw=tiffany&_sacat=41968&_from=FR40 C
L Gol| My eBay Sell | Community | Customer Support \-.,_71-" Cart
eb \ /
'r \Wzlzzme! Sign in or registen
CATEGORIES v ELECTROMICS FASHION MOTORS TICKETS DEALS CLASSIFIEDS Q aBay Buyar Protoction Learn more

Mother’s Day Gifts on eBay
JEWELRY FASHION BRAND BLOWOUT!

Tiffany & Co. under $150!

Separate and apart from the issue of vicarious trademark
infringement, should eBay be allowed to “actively...promote
sales” of Tiffany merchandise through
advertisements and hyperlinks when it knows
its website offers counterfeit Tiffany items?

Is this use fair and in good faith?

10
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Nominative Fair Use on the Internet
Tiftany (N]) Inc. v. eBay Inc., 600 E3d 93 (2d Cir. 2010) cert. denzed, 131 S. Ct. 647 (U.S. 2010)

(- wwwebay.com/sch/ihtml?_trksid=p5197.m5701311 &_nkw=tiffany&_sacat=41968&_from=FR40 C
Gol| My eBay Sell | Community | Customer Support "s:” Cart
eb N/
:'f.? Welcome! Sign in or register
CATEGORIES v ELECTROMICS FASHION MOTORS TICKETS DEALS CLASSIFIEDS IEL' aBay Buyar Protoction Learn more

According to the Second Circuit Court of Appeals, YES!

eBay Holding: No Vicarious Liability Infringement
“To impose liability because eBay cannot guarantee the genuineness of all of the purported Tiffany
products offered on its website would unduly inhibit the lawful resale of genuine Tiffany goods.”

v Nominative Fair Use: Use of the TIFFANY mark described accurately the genuine TIFFANY
goods offered for sale on the website;

v' Advertisements: None of eBay's uses of the mark suggested that plaintiff Tiffany affiliated
itself with eBay or endorsed the sale of Tiffany's products through the eBay website;

v Knowledge of Counterfeit Goods: eBay was not a direct infringer just because it
knew that some of the TIFFANY goods listed on the eBay Web site were counterfeit,
so long as it did not know in advance which specific goods were counterfeit.

11
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Nominative Fair Use: Limitations

* NO STATUTORY PROVISION: The Lanham Act does not contain any statutory
nominative fair use provision. The doctrine is all case-made.

* INCONSISTENT CASE LAW: Federal appellate courts have developed widely
diverging procedural rules around the application of the nominative fair use defense:

STEP 2:

Is defendant’s use of anothet’s Was defendant’s use
mark likely to cause confusion? nominative fair use?
If yes » INFRINGEMENT it =

If No =2 Nominative Fair Use NON-INFRINGING
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Nominative Fair Use:
Domain Names & Other Modern Developments

In ‘Toyota Motor Sales, Inc. v. Tabar;, 610 F3d 1171 (9th Cir. 2010), LEXUS
challenged defendant’s use of domain names which contained the word

“lexus”, and led to an independent auto broker website which specialized in
selling Lexus cars.

Nominative fair use or trademark infringement?

13
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Nominative Fair Use: Domain Names
Toyota Motor Sales, Inc. v. Tabarz, 610 F.3d 1171 (9th Cir. 2010)

v Non-Misleading Use in Domain Names: “A trademark injunction, particularly one
involving nominative fair use, can . . . interfere with truthful communication between buyers
and sellers in the marketplace. . . .” Toyota Motor Sales, 610 E3d at 1176.

“Irademarks are part of our
common language,
and we all have some right to use
them to communicate in truthful,
non-misteading ways.” 1d. at 1185.

™

™ ™ But how far is too far?
™

14
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Nominative Fair Use: Recent Developments

Domain Names & the Internet

Levi Strauss & Co. v. Papikian Enterprises, Inc., 2011 WL 5192237 (N.D. Cal. 2011)

www.501usa.com

roorgercan 1-800-794-5824 |

Home Levis Products  Contact Us WView Cart Order Status Shipping Rates

MENSLEVIS WOMEN'SLEVIS KID'SLEVIS STUDENT'SLEVIS LEVISSHIRTS  LEVIS JACKETS  ACCESSORIES RETURN POLICY

» Lew's Denim Bags

» Kids Lew's 569

www.levi.com

W MEN WOMEN KIDS SALE BLOG

HOME — WOMEN — JEANS

STORES MY ACCOUNT Search

+ FREE SHIPPING (NO MINIMUM). USE

o] KIZN

FRIENDS & FAMILY: 30% DFF SITEWIDE
CODE FF2012. ENDS 10/22. *See Details

FEATURES JEANS

NEW ARRIVALS
FAVORITES

BEST SELLERS

FALL QUTFITS

FALL 2012 COLLECTION

142 ITEMS

SKINNY

FILTER BY SIZE [ ALL Sizes [ ]

123456 KOT VIEWALL

CATEGORIES

IEANS
SKINNY

';. i

LEGGINGS
SLim
STRAIGHT
BOYFRIEND
FLARE
BOOTCUT SKINNY
BOOTCUT
TOPS
JACKETS & VESTS
SHORTS & SKIRTS
DRESSES
ACCESSORIES & SHOES

-

=N

Are you confused?

Is this simply communicating that Levi’s jeans are being sold?
Or does this look like an authorized Levi’s site?

15
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Nominative Fair Use: Recent Developments

Domain Names & the Internet

At www.501usa.com, consumers can buy discounted Levi’s jeans sold by #nauthorized retailer Papikian.

rooder cau. 1-800-794-5824 |

Even in light of the use of the LEVI’S mark (*501”) in Papikian’s domain name and on
the retailer’s website, the Northern District of California found, on Levi’s motion to strike
Papikian’s nominative fair use defense, that Papikian’s use of Levi’s “501” mark may be
permissible under the nominative fair use doctrine, and declined to strike the defense.

Levi Strauss & Co. v. Papikian Enterprises, Inc., 10 Civ. 05051, 2011 WL 5192237 (N.D. Cal. Now. 1, 2011)

16
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Nominative Fair Use: Recent Developments

Note on Disclaimers

www.501lusa.com

AS OF TODAY

=0 morercau. 1-800-794-5824
[ ——y c Zanal

Levi's 512 Liquidation Sale $14.95
Levi's 569 JCB.I]S on Sal{i $26.95 T.O $34.95 Limited Sizes Available.

VISA @;h DSCOVER E Home Levis Products  Contact Us View Cart Order Status Shipping

LEVIS ONSALE MEN'SLEVIS WOMEN'S LEVIS KID'SLEVIS STUDENT'SLEVIS LEVISSHIRTS LEVISJACKETS ACCESSORIES RETURN POLICY

ALL BEACHES 14
GEORGETOWN 37

‘We Ship all Continental US
And most parts of the world.
Asof Jan 1,2013
We will not ship Levi's producis to

Is it enough to just stick on a disclaimer?

Is that what the nominative fair use defense has come down to?
17
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Nominative Fair Use: Recent Developments
Advertising by Unauthorized Retailers on the Internet

Beyond the Rack — s

sid  Account | Help | Sign out k GET $10

Customer service: 1-877-733-4660 i
MEN KIDS / BABIES & CLORRT ‘J ome

PRE-OWNED LOUIS VUITTON
a@g -

WRINKLE-FREE oanme

INKLE-FR OLYMPIA LUGGAGE [

il ol OLYMPIA LUGGAGE (R
|:||:- & ABS grinner et

anly 5 o 25

$300 valuc 160 valus

Is Beyond the Rack’s ad for “Pre-Owned Louis Vuitton” misleading?
Does this look like an authorized reseller?

What if it said “New Louis Vuitton”’?
18
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Nominative Fair Use: Recent Developments
Advertising by Unauthorized Retailers on the Internet

Beyond the Rack AW e
Ll FRIENDS
nold Account | Help | Sign out .
Cuatnmnr service: 1-877-733-4660 !}L | GET $10
ST SR - - Click here
TS MEN KIDS / BABIES e BhRome 1 i

SCLOBET

PRE-OWNED LOUIS VUITTON

About Us:

All other trade-marks not owned by Beyondtherack.com that appear on this website are the property of their respective owners, who may or may not be affiliated
with, connected to, or sponsored by Beyondtherack.com.

Is this enough? Who even sees this?

19
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Nominative Fair Use: Domain Names & Competitor Gripe Sites
Aviva USA Corp. v. Vagiranz, 11 Civ. 0369 (D. Ariz. 2012)

www.avivausa.com www.avivauncovered.com

.l AVIVA AVIVA UNCOoN@ieO

The Sod Truth About Aviva's Business Prodtices

Nominative Fair Use?
Initial Interest Confusion?
Should trademark law be used to
silence criticism by competitors?

20
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Nominative Fair Use: Domain Names & Competitors’ Gripe Sites
Aviva USA Corp. v. Vagiranz, 11 Civ. 0369 (D. Ariz. 2012)

AVIVA Uncoveieo

S i

e

According to the District of Arizona,
NO!

Anil Vazirani, an independent insurance broker, was once authorized to sell Aviva Insurance. After being
terminated, he created the gripe site, “avivauncovered.com”.

Even though Vazirani’s site promoted his own insurance brokerage, and thus might be seen as competitive

or comparative advertising, the court treated the site as entirely noncommercial; that 1s, one “directed
solely at criticizing” Aviva.

Thus, the use of Aviva’s mark was protected as nominative fair use, 1.e., was not seen as authorized.

21
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Nominative Fair Use: Metatags & the Internet
L.&»A Designs v. Xtreme ATVs, Ine., 03:10 Civ. 627 (D. Or. Apr. 30, 2012)

L&A Designs sued XTREME for infringement based on XTREME’s
reference to “the designers of the L&A Designs starter clutch” on its website.

Welcome to RAPTORONEWAY! We are a factory direct dealer for
L&A Designs, the originators of the Heavy duty replacement one-
way starter clutch for the Yamaha 660 Raptor.

We are located at: 10325 SE HWY 212 Clackamas Oregon 97015,
Yamaha Raptor Call us 503-484-8711

660 Carb Spacer
Are you having to replace that One way starter clutch on your

Yamaha Raptor? Do you have the stock One-Way starter clutch?
= This is the answer! These High Performance Raptor 660 starter
designs One Way clutches have a LIFETIME warranty against manufactures defects
Starter Clutch making this is the last starter clutch you will ever buy.

“From the designers of the

Clutch Rebuild Kit

. st L & A Designs starter clutch,

Cuten Boe (3 ' this is the same dependable
Pl

product built to endure

B
il @Q e@i @
Starter Cluteh Xtreme riding conditions.”

2004-2005 LA

Flywheel Puller 01-03 LBA designs One Way 01-03 L&A designs One Way 2004-2005 LA designs Ong
Starter Clutch ***LIFETIME Starter Clutch with 52 Tooth Way Starter Clutch
i WARRANTY*** Gear ***LIFETIME
01-03 LA Designs WARRANTY*** Regular price: $179.00
one way starter Regular price: $165.00 Sale price: $155.00

Is this Nominative Fair Use? Infringement? What?
22
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Nominative Fair Use: Recent Developments
Metatags & the Internet

L & A Designs v. Xtreme ATV (2012):

X Website Substance: Court refused to dismiss the case based on Xtreme’s
nominative fair use defense because the phrase “From the designers of the L & A
Designs starter clutch, this is the same dependable product...” may suggest
sponsorship or endorsement by L & A Designs

X Meta-Tags: “use of the mark as a metatag is substantially different from using the
mark in a phrase” and does not implicate nominative fair use analysis, i.e., “whether
the mark was used to refer to the trademarked good”

23
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Nominative Fair Use: Recent Developments
Use in Video Games & Movies

Electronic Arts, Inc. v. Textron Inc., 12 Civ. 00118 (N.D. Cal. July 25, 2012)

THE PLAYERS

e Textron, Inc. was ranked the 220th largest company on
the Fortune 500 list in 2010. It owns companies like Bell
Helicopters and Cessna Aircrafts.

* Electronic Arts (EA) is the #1 publisher of games in the
United States & Europe.

* Battlestar 3: a realistic, multi-platform, first person
shooter video game released in Oct. 2011 by EA.
* Features images of real-life modern weaponry &

equipment such as Textron’s Bell Helicopters.
* 3M pre-orders; 5M sold in week 1; 8M sold in month 1.

e U.S. Military: the military has published countless images
and data about its machinery—including the Bell Helicopters at
ssue——placing them squarely in the public domain.

24
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Nominative Fair Use: Video Games & Movies
Electronic Arts, Ine. v. Textron Inc. (N.D. Cal. 2012)

Advertisements from EA’s Website

Battlefield 3 - "99 Problems" Gameplay Traller Share uyfv EQ.HITLEHELQ 3

o

3 out offi 4 el HELICOPTERS
"WORLD- ELASSJQ@!‘I’IPLAYER" SCOUT, TRANSPORT & ATTACK

@ PC Download
@ PC Physical
@ Xbox 360

—|BN
@ Piaystation 3
- M

¥

0:08 / 0:32

IN THE FIELD- i:'EFtIODS OF TENSIUN ANU AN 1 IGIFAT DN AHE HUN(..I UATED BY MdMENTS OF COMPLETE CHAOS. AS BULLETS WHIZ BY,
AS WALLS CRUMBLE, AS EXPLOSIONS FORCE PLAYERS TO THE GROUND, THE BATTLEFIELD FEELS MORE ALIVE AND INTERACTIVE THAN
EVER BEFORE.

According to Textron, the appearance of the Bell Helicopter is protectable trade dress,
so advertisements constitute trade dress infringement, and “collectively support an
inference that Battlestar 3 and its advertising are misleading as to source or content”.

25



COMMITMENT | EXCELLENCE | INNOVATION

ARNOLD & PORTER LLP

Nominative Fair Use: Video Games & Movies
Electronic Arts, Inc. v. Texctron Inc. IN.D. Cal. 2012)

Battlefield 3 - "98 Problems" Gameplay Trailer

8 ouf of 8

“THE MUST-HAYE F.jﬁ TEVEARS

o $59.99
@ Xbox 360
@ Pilaystation 3

T

* The Question: Is there even a claim here for protectable trade dress? If so, is the use of
images taken from the public domain fair or unfair? Is fair use even implicated here?
This question remains to be answered. . .

¢ What We Do Know: EA can proceed with a nominative fair use defense, but if this is
protectable trade dress, it is unclear whether EA can satisty the New Kids on the Block elements:

0 On the one hand, are the helicopters readily identifiable as Bell Helicopters?

O On the other hand, did EA use more of the mark than necessary to identify the helicopters? Put
another way, does anyone think EA’s use was authorized or sponsored by Bell?

[0 Does this claim even make sense? Will anyone think this was authorized by Textrom?

26
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Nominative Fair Use: Recent Developments
Use in Video Games & Movies

Lowuis Vuitton v. Warner Bros., 11 Civ. 9436 (S.D.N.Y. June 15, 2012)

In The Hangover: Part 11, the character played by Zach
Galifianakis carries a bag marked LVM, and when it gets
bumped, he admonishes: "Be careful, that is a Lewis
Vuitton."

Last year, LVMH sued Warner Brothers, alleging that this
25-second scene harmed its brand by infringing its marks
and creating consumer confusion. LVMH asserted that the
bag featured in the film was actually made by the Chinese-
American company Diophy, and demanded millions of
dollars in damages.

Is this infringement?
Nominative Fair Use?
Anything?

27
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Nominative Fair Use: Recent Developments
Use in Video Games & Movies

Louis Vuitton v. Warner Bros. (SD.IN.Y. June 15, 2012)

Accotding to the SDNY, it’s nothing!

"The court concludes that Louis
Vuitton's allegations of confusion
are not plausible, let alone

«cn

'particularly compelling. .. .

28
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Nominative Fair Use: Recent Developments
Third-Party Advertising & Sales on the Internet

Tre Milano, 1.LC v. Amazon.Com, Inc., B234753 (Cal. Ct. App. Aug. 22, 2012),
review filed (Oct. 2, 2012) (unpublished)

amazmonum_ Your Amazon.com Today's Deals GifiCards Help

E’;’;ﬁ.{mem . search a1 ¥  InStyler Rotating Hot Iron Hair Straightenar B Join

Gateway Gift Certificates/Cards  International  Hot New Releases  BestSellers  Today's Deals  Sell Your Stuff

Department "InStyler Rotating Hot Iron Hair Straightener”

Beauty Related instyler, instyler rotating hot iron, instyler rotating hot iron hair straightener seen on tv.
Hair Styling Products
Curling Irons ‘Showing 9 Results
Hair Flattening Irons
Ralroua Infiniti By Conair BC176R Pro Styler, Silver by Conair (Jun 7, 2010)
Hot-Air Brush Ak
$70.00 $24.07 ($24.07/count) Fotedok (an
+See All 3 Departments w_‘);—?;"'\ Only 16 left in stock - order scon Beauty: See all 7 items

'

More Buying Choices

Shipping Option (hat's tis?) $24.07 new (38 offers)

]
Free Super Saver Shipping

Iso Digital Ceramic Tourmaline Rolling Styler Rotating Iron Rm-20 (Black or Black/green) by Iso International
Listmania! g5 $72.50 Yoiriok (11)

Wi Beauty: See all 7 items.

\——;‘ create

o y

\HE
% lean how

Create a Listmanial list

More Buying Choices
$72.50 new (5 offers)

Infiniti by Conair BC173 Professional Tourmaline Ceramic Wet Dry Straightening Hot Air Styler by Conair (Apr 1,
Search Listmanial _ 2007)

@ - $79.95 new (1 offer) Fofodol (262)
Beauty: See all 7 items

Should Amazon be vicariously liable for infringement because its website
uses the INSTYLER mark in promoting the sale of counterfeit goods?

Does anyone think such use is approved by Tre Milano?
29
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Nominative Fair Use: Recent Developments
Tre Milano, LLC v. Amazon.Com, Inc.

NO! According to the California Court of Appeals NO!

amazon.com

Amazon 1s a merely a fransactional intermediary, not the actual seller ot counterfeit goods;
therefore, it 1s not liable for third-party sales of counterfeit goods on its website.

The court states: “[Tre Milano’s] argument ignores the holding of Tiffany 11, that a service provider’s use of a
registered mark to describe a product is protected by the nominative fair use doctrine. The doctrine
would apply here, since there is no evidence of a ‘likelihood of confusion about the source of [the]
defendant’s product or the mark-holder’s sponsorship or affiliation.”” Id. at *12.

In other words, no one would think these sales are sponsored by the trademark owner.

30
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Nominative Fair Use: Recent Developments
Third-Party Advertising on the Internet

Even if this is nominative fair use, does this excuse the host website from vicarious
liability for infringement?

In Amazon.com, the Court applied the same legal standards applied by the Second
Circuit in Tiffany v. eBay, even though:

1.  Amazon may have done less to police counterfeits than eBay;
2. Amazon was the payment service provider for its merchants; and
3. Amazon did not always remove items in response to takedown notices.

After eBay & Amazon, should the service
provider be responsible for trademark
infringement/counterfeiting on retail websites?

What should the test be?

31
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Going Forward. . .

Should the Lanham Act’s statutory exception
for nominative fair use in the context of
dilution be extended to infringement?

Why wasn’t this done when the dilution statute was amended?

2

Nominative Fair Use Exception for Dilution: § 15 U.S.C. 1125(c)(3)(A)-(c)(3)(C):

“The tollowing shall #nof be actionable under this subsection:

(A) Any fair use, including nominative or descriptive. . ., including use in connection with:
() Advertising or promotion that permits consumers to compare goods or services; ot
(i) Identifying or parodying, criticizing, or commenting upon the famous mark owner or  the
goods or services of the famous mark owner.
(B) All forms of news reporting and news commentary.
(C) Any noncommercial use of a mark.”
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Lessons Learned:

* Don’t be piggish. Use only so much of the mark as needed.

e Do not use the mark “as a mark”. Use in narrative form if at all
possible.

* Disclaimer, disclaimer, disclaimer.

* Show it to counsel before publication. At least you can claim
the infringement wasn’t willful!

Anything Else?
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Fair Use: Personal Names
Lanham Act § 1115

Under the Lanham Act, the statutory Fair Use Doctrine also
protects certain uses of registered trademarks from infringement
claims when #he wuse of the name, term, or device charged to be an
infringement is “a use, otherwise than as a mark, of the party's
individual name in his own business, or of the individual
name of anyone in privity with such party.”

15 US.C. § 1115(b)(4) (2006) (emphasis added).

So, can you use your own personal name in business to
identify and promote yourself, even if someone else owns
your name as a trademark? If so, where do you cross the line
into trademark infringement?
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Fair Use: Personal Names
J.A. Appare/ v. Abboud, 568 F.3d 390 (2d Cir. 2009), on remand, 682 F. Supp. 2d 294 (S.D.N.Y. 2010)

JOSEPH
ABBOUD

Joe sold his brand name JOSEPH ABBOUD for the tidy sum of $65.5 million.
Should he still be allowed to use his own name to refer to himself as the designer?
JA Apparel says “NO!” — he should be the “designer formerly known as ...”
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Fair Use: Personal Names
J.A. Appare/ v. Abboud, 568 F.3d 390 (2d Cir. 2009), on remand, 682 F. Supp. 2d 294 (S.D.N.Y. 2010)

Court-Disapproved Advertisement:

Why? Because the name
was in larger type?

Agree or Disagree?
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Fair Use: Personal Names
J.A. Apparel v. Abbond, 568 F3d 390 (2d Cit. 2009), o remand, 682 F. Supp. 2d 294 (S.DN.Y. 2010)

Court-Approved Advertisement:

FALL 2008

W & /.

JAZ 15 A NEW LUXURY GOLLECTION CREATED NEW YORK 212 399-0020
BY THE AWARD-WINNING DESIGNER JOSEPH ABBOUD MONTREAL 514 B66-4891

Court holds this is fair use of the Joseph Abboud personal name, provided the
ad includes a disclaimer of affiliation with JA Apparel and the JOSEPH
ABBOUD brand. Disclaimer is to be no smaller than the text of Abboud name.
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Fair Use: Personal Names
J.A. Apparel v. Abbond, 568 F3d 390 (2d Cit. 2009), o remand, 682 F. Supp. 2d 294 (S.DN.Y. 2010)

Court-Approved Advertisement (Version 2):

DESIGNER JOSEPH ABBOUD

INA 2 BUTTON SUPER 120°5
CHARCOAL CHALKSTRIPE

FROM HIS FALL 2008 JAZ COLLECTION

DESIGNER JOSEPH ABBOLD IS NO LONGER
ASSOCIATED OR AFFILLATED WITH
JA APPAREL CORF, THE OWNER OF THE

TRLORED DLOTIME BT JADEVITTIL G TORK I3 HGMNET  MENTIGAL 074 BB ROHMADNACTIR. oM

It didn’t matter — the line was a complete flop!!! .,
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Fair Use: Personal Names
Edwin Co. Ltd. v. HM Hennes &Mauritz 1P, No. 05 civ. 4435 (JSR) (S.D.N.Y. May 16, 2005) (unpublished)

Elio Fiorucci

Fiorucci brand acquired by Edwin Jeans from designer Elio Fiorucci in 1990 for $25 million.
H&M sued by Edwin over a swimwear line designed by Elio Fiorucci in summer of 2005.
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Fair Use: Personal Names
Edwin Co. Ltd. v. HM Hennes &Mauritz 1P, No. 05 civ. 4435 (JSR) (S.D.N.Y. May 16, 2005) (unpublished)

Proposed H&M Use:

Settled Before Decision: H&M agrees to pull line from U.S.
What do you think?
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Fair Use: Personal Names
Gueci America, Inc. v. Jennifer Gueci, No. 07 Civ. 6820 (RMB) (JCF)

Should Jennifer Gucci, (former) Gucci family member, be able
to use her family name in business? If so, how?
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Fair Use: Personal Names
Gueci America, Inc. v. Jennifer Gueci, No. 07 Civ. 6820 (RMB) (JCF)

af the mant exguisite picces of inon
coltecion. These fine pléces of lnen,

Answer: A resounding “NO!”
Jennifer argues she’s the designer, so she can use her name. Court doesn’t buy it. No
experience as a designer. Broad injunction against Jennifer’s use of her name.

Court also awards $2 million in attorneys fees!!!
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Fair Use: Personal Names
Gueci America, Inc. v. Jennifer Gueci, No. 07 Civ. 6820 (RMB) (JCF)

Proposed packaging designs:
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What do you think? Is there anything she could have done?
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